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Response to Office Action 
Response to Office Action filed on November 17, 2003 has been entered. Claims 1-12 are 
pending in the application. 

Specification 

1 . Objection to the disclosure because of the informalities has been withdrawn due to 
amendment. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 USC. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b); by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 1-3 stand rejected under 35 USC 102(e) as being anticipated by Sekiguchi (US 
6,485,812) for the reasons of record as set forth in Paragraph No. 3 of the Office Action mailed 
on June 17, 2003 (Paper No. 3). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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5. Claims 4-6, 9 stand rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sekiguchi (US 6,485,812) in view of Cousin et al (US 4,554,181) for the reasons of record as set 
forth in Paragraph No. 5 of the Office Action mailed on June 17, 2003 (Paper No. 3). 

6. Claim 7 stands rejected under 35 U.S.C. 103(a) as being unpatentable over Sekiguchi 
(US 6,485,812) in view of Cousin et al (US 4,554,181), as applied above, and further in view of 
Rabasco (US 6,455, 134) for the reasons of record as set forth in Paragraph No. 6 of the Office 
Action mailed on June 17, 2003 (Paper No. 3). 

7. Claim 8 stands rejected under 35 U.S.C. 103(a) as being unpatentable over Sekiguchi 
(US 6,485,812) in view of Cousin et al (US 4,554,181), as applied above, and further in view of 
Malhotra et al (US 5,693,410) for the reasons of record as set forth in Paragraph No. 7 of the 
Office Action mailed on June 17, 2003 (Paper No. 3). 

8. Claim 10 stands rejected under 35 U.S.C. 103(a) as being unpatentable over Sekiguchi 
(US 6,485,812) in view of Mueller (US 4,098,742) for the reasons of record as set forth in 
Paragraph No. 8 of the Office Action mailed on June 17, 2003 (Paper No. 3). 

9. Claims 11, 12 stand rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sekiguchi (US 6,485,812) in view of Van den Zegel (US 5,693,370) for the reasons of record as 
set forth in Paragraph No, 9 of the Office Action mailed on June 17, 2003 (Paper No. 3). 

Response to Arguments 

10. Applicants' arguments filed November 17, 2003 have been fully considered but they are 
not persuasive. 
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(A) Applicants argue that Sekiguchi is different from claimed invention of claim 1 
wherein the pigment in an absorption layer and a top coat is provided with a water- insoluble 
polymer. Also teaching of Sekiguchi that a plurality of layers are simultaneously coated in a wet- 
on-wet fashion is taken by the Examiner out of context because the teaching is strictly referring 
to the ink receiving layer but not to distinct layers of different compositions of claim 1. 

The Examiner respectfully disagrees with this argument. First of all, the top coat of claim 
1 is provided with a water- soluble polymer not a water- insoluble polymer. Secondly, claim 1 
does not recite that a layer (a) is different from layer (b). Claim 1 merely recites that the layer (a) 
contains a pigment and the layer (b) contains a water-soluble polymer, and the layers are coated 
simultaneously wet-on-wet . 

It is held that during patent examination, the pending claims must be "given the broadest 
reasonable interp retation consistent with the specification." Applicant always has the opportunity 
to amend the claims during prosecution, and broad interpretation by the examiner reduces the 
possibility that the claim, once issued, will be interpreted more broadly than is justified. In re 
Prater, 415 F.2d 1393, 1404-05, 162 USPQ 541, 550-51 (CCPA 1969). 

Since Sekiguchi discloses all recited elements of claim 1, Sekiguchi does anticipate the 

claim. 

(B) Applicants argue that claimed invention is not obvious over Sekiguchi in view of 
Cousin et al /Sekiguchi in view of Cousin et al in view of Rabasco/Sekiguchi in view of Cousin 
et al in view of Malhotra et al because Sekiguchi fails to teach applying multiple distinct layers 
in wet-on-wet fashion. 

The Examiner respectfully disagrees with this argument for the reasons discussed above. 
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(C) Applicants argue that claimed invention is not obvious over Sekiguchi in view of 
Cousin et al in view of Mueller because Sekiguchi fails to teach applying multiple distinct layers 
in wet-on-wet fashion. And although Mueller does teach that a coating formulation having 
surface tension higher than that of a substrate does not wet the substrate, Mueller also provides 
guidance how to avoid wetting by aqueous or organic based solutions Therefore, Applicant is at 
a loss to explain how specifically teaching one skilled in the art to avoid wetting could be used to 
teach just the opposite in an ink jet film specifically designed to be readily wetted by ink. 

The Examiner respectfully disagrees with this argument. Sekiguchi was discussed above. 
Mueller was cited not for his invention how to avoid wetting. Mueller was cited to show that it is 
commonly known that a coating formulation having surface tension higher than that of a 
substrate does not wet the substrate, so that one skilled in the art would have guidance how to 
wet a surface. 

(D) Applicants argue that because Sekiguchi teaches away from the use of 
simultaneous coating of a plurality of layers with different compositions for the coating of ink- 
receiving layers and Van den Zegel teaches a method for providing a radiographic silver halide 
material in which hydrophilic layers are coated simultaneously by a slide-hopper coating 
technique or a slide-hopper curtain coating technique, Sekiguchi and Van den Zegel are from 
disparate fields, and one skilled in the art would not be motivated to consider combining their 
teachings. 

First of all, Sekiguchi does not teach that simultaneous coating wet-on-wet can be done 
only with identical compositions. Therefore, Sekiguchi does not teach away from the use of 
simultaneous coating of a plurality of layers with different compositions for the coating of ink- 
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receiving layers. Secondly, Van den Zegel teaches that slide-hopper technique and the slide- 
hopper curtain coating technique which he used for simultaneous coating of hydrophilic layers 
on a substrate are the well-known techniques, which have been described e.g. in EP's 0 051 238; 
0 107 818; 0 300 098; DE 3 238 904; JP-A 04 001 635; WO 94/029769 and U.S. Pat. Nos. 
4,191,213; 4,313,980; 4,384,015; 4,569,863; 4,877,639; 4,942,068 and 5,264,339, without 
however being limited thereto" (See column 2, lines 48-58). In other words, well-known slide- 
hopper technique and the slide-hopper curtain coating technique can be used for very different 
compositions, not just for hydrophilic layers of Van den Zegel. US 5,264,339, for example, uses 
them for coating a gelatin containing layer (See column 1, lines 32-41). Therefore, Sekiguchi 
and Van den Zegel are not from disparate fields as the use of well-known techniq ues are 
concerned. 

One of ordinary skill in the art at would be motivated to use slide-hopper technique and 
the slide-hopper curtain coating technique for simultaneous coating wet-on-wet in Sekiguchi 
because they are well-known t echniques for simultaneous mating 

Conclusion 

1 1 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elena Tsoy whose telephone number is (571) 272-1429. The 
examiner can normally be reached on Mo-Thur. 9:00-7:30, Mo-Thu. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shrive Beck can be reached on (571) 272-1415. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 872-9306 for all 
communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 




Elena Tsoy 
Examiner 
Art Unit 1762 



January 29, 2004 



